TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte COLIN C. | SENVAN

Appeal No. 1996-1387
Application No. 08/110, 269

ON BRI EF

Before MARTI N, LEE, and BARRY, Adninistrative Patent Judges.
BARRY, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe final rejection of clains 1-8 and 12-26. W affirm

I n-part.

BACKGROUND

! The application was filed on August 23, 1993.
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The invention at issue in this appeal relates to optica
projection displays. A light source produces |light, which is
collimated by a lens. The collimated light is passes to
a liquid crystal (LC) shutter. The incoming light is
nodul ated by the LC shutter and projected onto a display
screen. A matte surface and digitizing grid are carried by
the screen. The surface acts as a diffusive elenent for
di splaying an image. The grid detects the position of a

poi nter near the screen.

Claim 23, which is representative for our purposes,
fol | ows:
23. An optical projection system conprising:
a) aliquid-crystal shutter, in which
transm ssivity of pixels is controlled by

application of electric fields;

b) a light source for projecting |ight t hr ough
the shutter;

c) a display screen on which the projected Iight
produces an i nmage; and

d) a plurality of conductors associated with the
di spl ay screen, for use in detection of position of
a styl us.
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The references relied on in rejecting the clains follow

Nakanura et al. (Nakamnura) 4,649, 232

1987

Naermura et al. (Naemnura) 4,699, 498
13, 1987

Majima et al. (Majinma) 4,938, 570

1990

Qgi no et al. (Qgino) 4,969, 731

1990

Bor nhorst et al. (Bornhorst) 5,282,121
25, 1994.

(filed Apr.

Mar. 10,

Cct .

July 3,

Nov. 13,

Jan.

30, 1991)
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Clainms 1, 6, 12-15, 20, and 22-26 stand rejected under 35
U S. C 8§ 103 as obvious over Majinma in view of Naenura.
Clainms 2-4 stand rejected under § 103 over Majima in view of
Naemura further in view of Ogino. Cains 5 and 16 stand
rej ected under 8 103 over Majima in view of Naenura further in
view of Bornhorst. Claim7 stands rejected under 8 103 over
Majima in view of Nakanura. C aim8 stands rejected under
8 103 over Majinma in view of Nakamura further in view of
Qgino. dains 17 and 18 stand rejected under 8§ 103 over
Majima in view of OQgino. Cdains 19 and 21 stand rejected
under 8 103 over Majima in view of Bornhorst. Rather than
repeat the argunments of the appellant or exam ner in toto, we
refer the reader to the briefs and the answers for the

respective details thereof.

OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections and evi dence
advanced by the exam ner. W also weighed the argunents of
the appellant and exam ner. After considering the entire

record before us, we are persuaded that the exam ner erred in
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rejecting clainms 2-4, 7, 8, 16, 20, 22, and 24. W are not
per suaded, however, that the exam ner erred in rejecting

clains 1, 5, 6, 12-



Appeal No. 1996-1387 Page 6
Application No. 08/110, 269

15, 17, 18, 19, 21, 23, 25, and 26. Accordingly, we affirm

I n-part.

We begin our consideration of the clains by finding that

the references represent the level of ordinary skill in the

art. See Inre GPAC Inc., 57 F.3d 1573, 1579, 35 USPQ@Qd 1116,
1121 (Fed. Cir. 1995) (finding that the Board of Patent
Appeal s and Interference did not err in concluding that the

| evel of ordinary skill in the art was best determ ned by the

references of record); Inre Celrich, 579 F.2d 86, 91, 198

USPQ 210, 214 (CCPA 1978) ("[T]he PTO usually must eval uate

the level of ordinary skill solely on the cold words of
the literature.”). O course, every patent application and
reference relies on the know edge of persons skilled in the

art to conplenment its disclosure. 1n re Bode, 550 F.2d 656,

660, 193 USPQ 12, 16 (CCPA 1977). Such persons nust be
presuned to know somet hi ng about the art apart from what the

r ef erences di scl ose. In re Jacoby, 309 F.2d 513, 516, 135

USPQ 317, 319 (CCPA 1962).
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Next, we note that in rejecting clains under 8§ 103, the
pat ent exam ner bears the initial burden of establishing a

pri ma facie case of obviousness. A prinma facie case is

establ i shed when the teachings fromthe prior art would appear
to have suggested the clained subject matter to a person of
ordinary skill in the art. |If the examner fails to establish

a prinma facie case, an obviousness rejection will be

overturned. Inre Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). Wth this in mnd, we address
clains 1, 5, 6, 15, 25, and 26; clains 2-4; clains 7 and 8;
clains 12-14; claim16; clains 17 and 18; clains 19 and 21;

claim?20; claim?22; claim23; and claim 24 seriatim

Clains 1, 5, 6, 15, 25, and 26

Regarding claim1, the appellant nmakes three argunents
attacki ng the conbination of Majima and Naenmura. First, he
argues that the exam ner’s reason for conbining the references
“Is incorrect inits facts.” (Appeal Br. at 8.) The exam ner
replies, “the appellant's argunment is not persuasive because
as described by Naenura, a response tine is inproved due to

the shutter ....” (Exam ner’s Answer at 8.)
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W find that the exam ner had a sufficient reason for
conbi ning the references. (Cbviousness cannot be established
by conbi ni ng teachings of the prior art to produce a clained
i nventi on absent a suggestion supporting the conbination. 1In
re Geiger, 815 F.2d 686, 688, 2 USPQ2d 1276, 1278 (Fed. Gr
1987). The question is whether there is sonething in the
prior art as a whole to suggest the desirability of making the

conbination. 1n re Rouffet, 149 F.3d 1350, 1355, 47 USPQd

1453, 1456 (Fed. Cir. 1998); In re Beattie, 974 F.2d 1309,

1311-12, 24 USPRd 1040, 1042 (Fed. Cir. 1992).

Here, the exam ner identified a proper suggestion
supporting the conbination. Specifically, Naenura teaches
reduci ng the response tine of, i.e., increasing the speed of,
an LC light shutter to less than 0.25 ns. Col. 2, |Il. 49-53.
Because i nproving response tine is desirable, the teaching
woul d have suggested the desirability of naking the

conbi nati on

Second, the appellant argues that inproving speed is

irrel evant because his “clains do not recite speed.” (Appea
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Br. at 8.) The examner replies, “the appellant's argunent is
not persuasive because ‘the speed’ was notivation for

conbining the two references.” (Exam ner’s Answer at 8.)

The appellant erred in construing the criteria for
obvi ousness. (Cbviousness is not determ ned based on purpose

alone. Inre Gaf, 343 F.2d 774, 777, 145 USPQ 197, 199 (CCPA

1965). It is sufficient that references suggest doi ng what an
appel l ant did, although the appellant's particul ar purpose was
different fromthat of the references. 1n re Heck, 699 F. 2d
1331, 1333, 216 USPQ 1038, 1040 (Fed. Cir. 1983); lIn re

Gershon, 372 F.2d 535, 539, 152 USPQ 602, 605 (CCPA 1967).

Her e, Naenura suggests conbining the references to obtain
the clainmed invention for the af orenenti oned reasons. The

suggesti on does not have to be the sane as the appellant’s.

Third, the appellant argues that conbining Mjinm and
Naermura renders the references inoperative or is contrary to
their teachings. (Appeal Br. at 9-12.) The appellant al so

makes this argunent regarding claim6. (ld. at 12-13.) The
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exam ner replies, “the appellant's argunment is not persuasive
because Naenura’s teaching of the shutter is conbinable with

Majima.” (Exam ner’s Answer at 8.)

The appellant again erred in construing the criteria for
obvi ousness. It is unnecessary that inventions of references
be physically conbinable to render obvious an invention under

review. In re Sneed, 710 F.2d 1544, 1550, 218 USPQ 385, 389

(Fed. Cir. 1983). See also In re N evelt, 482 F.2d 965, 968,

179 USPQ 224, 226 (CCPA 1972) ("Conbining the teachings of

ref erences does not involve an ability to conbine their
specific structures.”). The test for obviousness is not

whet her the features of a reference may be bodily incorporated
into the structure of another reference but what the conbi ned
teachi ngs of those references woul d have suggested to one of

ordinary skill in the art. 1n re Keller, 642 F.2d 413, 425,

208 USPQ 871, 881 (CCPA 1981).

Here, the exanmi ner does not assert that the features of
Naemura nmay be bodily incorporated into the structure of

Maj i ma. I nstead, he asserts that the conbi ned teachi ngs of
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the references woul d have suggested to one of ordinary skill
in the art the appellant’s invention. The appellant erred in
ignoring “the rel evant conbi ned teachings of the references.”

In re Andersen, 55 CCPA 1014, 391 F.2d 953, 958, 157 USPQ 277,

281 (CCPA 1968) (dism ssing the argunent that a conbination
woul d result in an inoperative structure). Therefore, we

affirmthe rejection of clains 1 and 6.

Regarding claimb5, the appellant nerely argues, “[a]s
di scussed above, the conbined references do not |ead to claim
1, fromwhich claim5 depends. Caimb5 depends from an
allowable claim” (Appeal Br. at 33.) 1In short, he relies on
his argunments regrading claim1l. W rejected these argunents
as aforenentioned. Therefore, we affirmthe rejection of
cl ai m 5.

The appel l ant neglects to address the rejection of claim
15. Accordingly, he has not shown error in the rejection.

Therefore, we affirmthe rejection of claim15.

Regardi ng clains 25 and 26, the appellant nerely states,

“[t] he discussion above applies to clainms 25 and 26.” (Appea
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Br. at 27.) It is unclear to which of the discussions the
appel l ant refers. W have rejected many of his argunents.
Accordi ngly, the statenent shows no error in the rejection.
Therefore, we affirmthe rejection of clainms 25 and 26. Next,

we address clains 2-4.

Clains 2-4

Regardi ng clains 2-4, the appellant argues, “Qgino's

cool ant cools the wong elenents. Hi s coolant cools the

Fresnel lens 15a and lens 36'. Hi s coolant does not cool the
liquid crystal 10.” (Appeal Br. at 35.) The exam ner
replies, “Ogino discloses a |iquid crystal panel which is

conprised of a coolant from|[sic] renoving heat fromthe
liquid crystal (col. 9, lines 42 to 52).” (Exam ner’s Answer

at 6-7.)

We cannot find that the conbination of Majima in view of
Nakanura further in view of QOgino teaches or woul d have
suggested the coolant of clainms 2-4. The clains specify in

pertinent part a “coolant for renoving heat fromthe shutter.”
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The exam ner erred in determning the content of the
prior art. As aforenentioned, he asserts that Ogino teaches
cooling a liquid crystal. It is true that the reference
teaches the use of a coolant 39. The coolant is charged into
a space between a lens elenent 36 and a Fresnel |ens 15a.

Col. 9, Il. 42-44. Rather than cooling a shutter as cl ai ned,
however, Qgino cools a Fresnel lens and lens elenent. The
exam ner has not recogni zed and accounted for the difference
bet ween cooling the reference’s Fresnel |ens and | ens el enent
and cooling the clainms’ LC shutter. Furthernore, the exam ner
has not identified a suggestion elsewhere in the prior art to

cool the LC shutter

For the foregoing reasons, the exam ner has not

established a prima facie case of obviousness. Therefore, we

reverse the rejection of clains 2-4. Next, we address clains

7 and 8.

Clains 7 and 8

Regarding clains 7 and 8, the appellant argues, “‘nmatte’

nmeans ‘ having a rough or granul ar surface. (Appeal Br. at



Appeal No. 1996-1387 Page 14
Application No. 08/110, 269

28.) He adds, “Nakanmura is directly contrary.” (ld.) The
exam ner replies, “regarding ‘a tactile sensation during
dragging’, where can it be found in the claim [sic]”

(Exam ner’s Answer at 10.)

We cannot find that the conbination of Majima in view of
Nakanura teaches or woul d have suggested the matte surface of
claim7. The claimspecifies in pertinent part a “screen upon
whi ch an image nmay be projected, conprising ... matte surface

al ong which a user can drag a stylus.”

The exam ner erred by not identifying the limtation in
the prior art. He admits, “Majinma does not disclose the
screen which is conprised of [sic] natte surface al ong which a
user can drag a stylus ....” (Examiner’s Answer at 4.) For
its part, Nakanmura teaches a graphics tablet with a surface 12
al ong which a user can drag a stylus 22. Col. 6, |Il. 4-15.
Because the surface is nmade of glass, (ld. at Il. 8-9), it
woul d not necessarily be rough or granular. To the contrary,
one of ordinary skill in the art would have expected it to be

snooth, i.e., “as snooth as glass.” The addition of Qgino in
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the rejection of claim8 does not cure this defect. For the
foregoi ng reasons, the exam ner has not established a prim
faci e case of obviousness. Therefore, we reverse the

rejection of clains 7 and 8. Next, we address clains 12-14.

Cdains 12-14

Regardi ng clainms 12-14, the appell ant makes two
argunents. First, he argues, “it is inpossible to substitute
PDLC into the other reference, Naenura, because of the
opposite functioning of PDLC.” (Appeal Br. at 23.) The
exam ner replies, “since Majina as nodified have [sic]

di scl osed the shutter which nodul ates |ight, having pol yner-
di spersed materi al woul d have been obvi ous because it would be
an alternate material which the system may use for nodul ating

light.” (Exam ner’s Answer at 4.)

We agree with the exam ner. Naenura discloses an i mage
projector. A lanp 1 radiates light in the direction of a |lens
2. The light is projected through an LC shutter 3, which
nodul ates the incomng light. Col. 4, Il. 17-22. The

reference does not limt the type of LC enployed for the
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shutter. Because it does not limt the type, one of ordinary

skill in the art could have selected an LC fromthe avail abl e

types.

Second, the appellant admts, “[a]t the tinme of filing of
the application, PDLC was a conmercially avail abl e product.”
(Appeal Br. at 23.) He argues, however, “conmercia
avai lability of PDLC on this date is not equivalent to
avai lability before the filing date, as section 102(a)
requires.” (Reply Br. at 4.) The exam ner replies, “since

PDLC was commercially available at the tinme of the cl ai ned

invention was filed [sic] and that [sic] the appellant has not
stated that PDLC is appellant's own product ... PDLC would

have been obvious.” (Exam ner’s Answer at 9.)

As af orenenti oned, the appellant admts that PDLC was
commercially available as of the filing date of his
application. Specifically, he admts that sheets of the
materi al could be purchased fromsuppliers at the tine.
(Spec. at 7.) We find that PDLC s commercially availability

as of the filing date gives rise to a rebuttable presunption
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that the material existed and was known to one of ordinary
skill in the art before the appellant’s invention. The
appel | ant has not rebutted the presunption with argunents or
evi dence. Therefore, we affirmthe rejection of clains 12-14.

Next, we address claim 16.

Claim16
Regardi ng claim 16, the appellant argues, “Bornhorst's
filter 32 does not ‘receive infra-red light reflected by said
filter.”” (Appeal Br. at 32.) The exam ner replies, "the
filter 32 of Bornhorst, which transmts, nmay read [sic] as

reflecting.” (Exam ner’s Answer at 11.)

We agree with the appellant. 1In short, claim16
specifies a dichroic reflector, which is distinct fromits

infrared (IR) filter.

Bor nhorst enploys a dielectric interference filter 32 to
filter energy in the "near” IR region before it reaches an LC

| ayer 14. The interference filter is positioned between the
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| ayer and a lanp 10. Col. 7, Il. 35-43. The exam ner erred
in reading both the dichroic reflector and the IR filter on

the reference’s interference filter. This is not permssible.

For the foregoing reasons, the exam ner has not

established a prima facie case of obviousness. Therefore, we

reverse the rejection of claim16. Next, we address clains 17

and 18.

Clains 17 and 18

The appel |l ant neglects to argue the rejection of claim17
and 18. Accordingly, he has not shown error in the rejection.
Therefore, we affirmthe rejection of claim117 and 18. Next,

we address clains 19 and 21.

Cains 19 and 21

Regarding clainms 19 and 21, the appellant argues, “the

references do not show I R-reflective coatings.” (Appeal Br.
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at 34.) The exam ner replies, “since the claimis broad,

prior art may read on the claim” (Examner’s Answer at 11.)

W agree with the exam ner and address clains 19 and 21
seriatim Caim19 specifies in pertinent part “an infra-red
reflective |ayer positioned adjacent the shutter, for reducing

infra-red |light reaching the shutter.”

The appellant erred by reading the limtation of a
coating into claim19. Conparison of the conbination to the
cl ai m | anguage evi dences that the references would have
suggested an IR reflective layer, which is positioned adjacent
a shutter. As noted by the exam ner, (Exam ner’s Answer at 5-
6) and as aforenentioned regarding claim216, Bornhorst enploys
an interference filter to filter energy in the near IR region
before it reaches an LC layer. The filter is positioned
between the |ayer and a |lanp. Figure 1 shows that the filter
is located adjacent to the layer. The reference’s
interference filter teaches or suggests the clained IR

reflective layer. 1Its location teaches or suggests the
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cl ai med position. Therefore, we affirmthe rejection of claim

19.

W agree with the appellant that the references do not
show the IR reflective coating of claim?2l1. The exanm ner’s
rejection, however, is based on obviousness rather than
antici pation. The appellant has not expl ai ned why repl aci ng
Bornhorst’s IR filter, which is beside an LC |l ayer, with an
| R-coating on the layer would not have been obvi ous.

Accordi ngly, he has not shown error in the rejection.
Therefore, we affirmthe rejection of claim?2l. Next, we

address cl ai m 20.

d aim 20
Regardi ng cl ai m 20, the appellant argues, “[a]
hol ographi ¢ diffuser nust be shown in the prior art, together
with a teaching for conbining it with the references. Neither
has been done.” (Appeal Br. at 26.) The exam ner replies,
“the hol ographic diffuser woul d have been obvi ous because
such diffuser is well known in the art to diffuse light.”

(Exam ner’s Answer at 4.)
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We cannot find that the conbination of Majima in view of
Naenmura teaches or woul d have suggested the hol ographic
di ffuser of claim20. The claimspecifies in pertinent part
“[a] video display, conprising: a) an inmage generation system
whi ch includes ... a hol ographic diffuser associated with the

screen ...."”

The Exam ner erred by not identifying a proper suggestion
supporting the proposed addition of a hol ographic diffuser to

the clainmed conbination of elenents. Rather than providing a

line of reasoning to explain why such an addition woul d have
been desirable, he nerely relies on the fact that the

hol ographi c diffuser was well known in the art. The fact that
an el ement was well known, however, does not render its
addition per se obvious as the examner’s rejection m ght
imply. A suggestion of the desirability of using the el enent
to nodify references nust be shown. The exam ner did not show

this.

For the foregoing reasons, the exam ner has not

established a prima facie case of obviousness. Therefore, we
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reverse the rejection of claim?20. Next, we address claim

22.

daim22
Regardi ng cl aim 22, the appellant notes, “[n]o reason for
rejection of claim22 has been given” by the exam ner.
(Appeal Br. at 24.) He argues, “[c]laim 22 does not read on
the Ofice Action’s conbination of references.” (ld. at 25.)
The appel l ant expl ains, “Naemura specifically discloses
polarizing filters.” (ld.) The examner fails to respond to

this argunent.

The Exam ner erred by not explaining howthe prior art
woul d have suggested the limtations of claim?22. He has not

established a prima facie case of obviousness. Therefore, we

reverse the rejection of claim?22. Next, we address claim 23.

daim 23
Regardi ng cl aim 23, the appellant nerely states, “[t]he

di scussi on above applies to claim?23.” (Appeal Br. at 26.)



Appeal No. 1996-1387 Page 23
Application No. 08/110, 269

It is unclear to which of the discussions the appellant
refers. W have rejected many of his argunents. Accordingly,
the statenent shows no error in the rejection. Therefore, we

affirmthe rejection of claim23. Next, we address claim 24.

daim24
Regardi ng cl ai m 24, the appellant argues, “the Ofice
Action has not shown a device having no phase change.”
(Appeal Br. at 27.) The examiner fails to respond to this

ar gunent .

The Exam ner erred by not explaining howthe prior art
woul d have suggested the limtations of claim?24. He has not

established a prima facie case of obviousness. Therefore, we

reverse the rejection of claim?24.

We end our consideration of the clains by noting that the
af orenenti oned affirmances are based only on the argunents
made in the briefs. Argunents not raised in the briefs are
not before us, are not at issue, and are thus consi dered

wai ved.
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CONCLUSI ON

To sunmarize, the examner’s rejection of clains 1, 5, 6,
12-15, 17, 18, 19, 21, and 23 under 35 U.S.C. 8 103 is
affirmed. His rejection of clains 2-4, 7, 8, 16, 20, 22, and

24 under 8§ 103, however, is reversed.

No period for taking subsequent action concerning this

appeal nmay be extended under 37 CF. R § 1.136(a).

AFFI RVED- | N- PART

JOHN C. MARTI N
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